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Last week, the Patent Trial and Appeal Board (PTAB) dismissed petitions for /inter partes review (IPR) of a patent
assigned to the University of Florida Research Foundation (UFRF) based on sovereign immunity, Covidien LP v.
UFRF Inc., IPR2016-01274, paper 19. In a detailed order dismissing these petitions, the PTAB held that UFRF
was a state entity entitled to sovereign immunity under the Eleventh Amendment. It found further that UFRF had
not waived sovereign immunity, so the IPRs could not proceed.

Key takeaway

A patent owned by a state entity, such as a state university, cannot be challenged in an IPR, covered business
method review, or post-grant review unless the state entity consents to the challenge.

The dispute between UFRF and Covidien

In 2016, UFRF sued Covidien in Florida state court for breaching a patent license agreement. Covidien
responded with a counterclaim that it did not infringe the licensed patent and removed the suit to federal district
court. Covidien also requested three IPRs of the licensed patent. Instead of filing preliminary responses to the
petitions for IPR, UFRF asked the PTAB for permission to file a motion to dismiss based on its sovereign
immunity. The PTAB granted permission, then dismissed the petitions in response to UFRF’s motion.

Inter partes reviews as judicial proceedings

In its order, the PTAB held sovereign immunity extends to IPRs because they are judicial proceedings. Like
district court litigation, IPRs are adversarial proceedings complete with procedural rules, discovery, depositions,
protective orders, sanctions, oral hearings, and neutral arbiters in the form of Administrative Patent Judges. See
Fed. Mar. Comm’n v South Carolina State Ports Auth., 535 U.S. 743, 751-761 (2002). The PTAB also roundly
discounted arguments that the lack of monetary damages distinguished IPRs from judicial proceedings.

UFREF is a state entity

The PTAB found that UFRF is a state entity because it carries out a particular function for the State of Florida,
namely, licensing patents and collecting patent royalties. The PTAB looked to four factors in making its
determination: (1) how state law defines UFRF; (2) what degree of control the State of Florida maintains over
UFRF; (3) where UFRF derives its funds; and (4) who is responsible for judgments against UFRF. See Manders v.
Lee, 338 F.3d 1304, 1309 (11th Cir. 2003) (en banc).

Final thoughts

This PTAB order immunizes patents owned by state entities from IPRs. But it sidesteps whether a state entity
that brings a patent infringement claim waives sovereign immunity from IPR. Until the PTAB addresses this issue,
state entities should not assume that sovereign immunity applies to an IPR requested in response to a patent
infringement claim.

This content is provided for general informational purposes only, and your access or use of the content does not
create an attorney-client relationship between you or your organization and Cooley LLP, Cooley (UK) LLP, or
any other affiliated practice or entity (collectively referred to as "Cooley"). By accessing this content, you agree
that the information provided does not constitute legal or other professional advice. This content is not a
substitute for obtaining legal advice from a qualified attorney licensed in your jurisdiction, and you should not act
or refrain from acting based on this content. This content may be changed without notice. It is not guaranteed to
be complete, correct or up to date, and it may not reflect the most current legal developments. Prior results do
not guarantee a similar outcome. Do not send any confidential information to Cooley, as we do not have any duty
to keep any information you provide to us confidential. When advising companies, our attorney-client
relationship is with the company, not with any individual. This content may have been generated with the
assistance of artificial intelligence (Al) in accordance with our Al Principles, may be considered Attorney



Advertising and is subject to our legal notices.

Key Contacts

Orion Armon oarmon@cooley.com
Colorado +1 720 566 4119

This information is a general description of the law; it is not intended to provide specific legal advice nor is it
intended to create an attorney-client relationship with Cooley LLP. Before taking any action on this information
you should seek professional counsel.

Copyright © 2023 Cooley LLP, 3175 Hanover Street, Palo Alto, CA 94304; Cooley (UK) LLP, 22 Bishopsgate,
London, UK EC2N 4BQ. Permission is granted to make and redistribute, without charge, copies of this entire

document provided that such copies are complete and unaltered and identify Cooley LLP as the author. All other
rights reserved.



https://www.cooley.com/legal-notices

	PTAB Rules That Patents Owned by State Entities Cannot Be Challenged Without&nbsp;Consent
	Key takeaway
	The dispute between UFRF and Covidien
	Inter partes reviews as judicial proceedings
	UFRF is a state entity
	Final thoughts

	Key Contacts


