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On June 24, 2019, the US Supreme Court issued its long-awaited ruling in /ancu v. Brunetti, holding that a
federal law barring registration of "immoral" and "scandalous" trademarks is an unconstitutional violation of the
free speech clause of the First Amendment. This follows its 2017 striking of a companion provision prohibiting
registration of marks that "may disparage" in Matal v. Tam, 137 S.Ct. 1744 (2017).

Background

For decades, the US Patent and Trademark Office (USPTO) refused to register trademarks deemed "immoral" or
"scandalous" under Section 2(a) of the Lanham Trademark Act, and courts repeatedly rejected free speech
challenges to the law. Sellers could still use their marks even if they were denied registration, courts said, and
thus the law did not inhibit speech.

That changed in 2015 when the US Court of Appeals for the Federal Circuit considered musician Simon Tam's
appeal of the USPTO's refusal to register his mark THE SLANTS as disparaging to Asian-Americans. Noting the
evolution of First Amendment jurisprudence since its 1981 decision upholding the law, the Federal Circuit
overruled that case and deemed the bar an unconstitutional infringement on speech. The US Supreme Court
agreed in a unanimous opinion.

When California clothing seller Erik Brunetti sought to register his trademark FUCT in 2011, the USPTO refused
his application, and the office's Trademark Trial and Appeal Board rejected his appeal. He took the case to the
Federal Circuit, which in 2017 ruled that although the mark was "scandalous" due to its similarity to the well-
known vulgarity, to deny registration was unconstitutional, in light of the Supreme Court's decision in Tam's
case.

Ruling for Brunetti, the Supreme Court agreed that Section 2(a)'s bar on registering immoral or scandalous
marks violates the First Amendment. But the justices differed in their reasoning why, issuing five separate
opinions.

Writing for the majority, Justice Kagan focused on the law's unconstitutional "viewpoint bias," noting that the
USPTO rejected as scandalous marks approving of drug use (YOU CAN'T SPELL HEALTHCARE WITHOUT THC
for pain-relief medication and MARIJUANA COLA, and KO KANE for beverages) while it registered marks with
anti-drug messages (D.A.R.E. TO RESIST DRUGS AND VIOLENCE; SAY NO TO DRUGS - REALITY IS THE BEST
TRIP IN LIFE).

She noted, "The rejected marks express opinions that are, at the least, offensive to many Americans. But as the
Court made clear in Tam, a law disfavoring "ideas that offend" discriminates based on viewpoint, in violation of
the First Amendment."

In his concurring opinion, Justice Alito opined that while the existing statute is unconstitutional, "Our decision
does not prevent Congress from adopting a more carefully focused statute that precludes the registration of
marks containing vulgar terms that play no real part in the expression of ideas." He said Brunetti's mark "could
be denied registration under such a statute."

Justice Sotomayor, concurring in part and dissenting in part, drew a distinction between the "immoral" part of the
provision and the "scandalous" portion. She agreed with the majority that "there is no tenable way to read" the
ban on "immoral" marks to avoid unconstitutional viewpoint discrimination, because the word "clearly connotes a
preference for 'rectitude and morality' over its opposite." But "scandalous,” she said is different — people can be
offended by a scandalous word not because the /deas expressed are offensive, but because the manner of



expressing them offends.

Chief Justice Roberts and Justice Breyer each wrote concurring and dissenting opinions agreeing that a ban on
registering "scandalous" marks could pass Constitutional muster if targeted to the mode of expression and not
the message.

Key takeaways

The ruling will free businesses that use arguably "immoral" or "scandalous" marks to seek registration with the
USPTO, and may encourage businesses to roll out new brands that capitalize on shock value.

It might also open the door to First Amendment challenges to other arguably "speech-based" parts of the
trademark law, like the ban on marks that are likely to dilute the distinctiveness of famous marks by
"tarnishment."

But although many thought that the Court's decision in Brunetti would finally settle whether offensive marks can
be registered, the saga may not be over, if Congress enacts a revised law targeting only obscene, vulgar, and
profane marks.

The decision is /ancu v. Brunetti, No. 18-302 (U.S., June 24, 2019).

This content is provided for general informational purposes only, and your access or use of the content does not
create an attorney-client relationship between you or your organization and Cooley LLP, Cooley (UK) LLP, or
any other affiliated practice or entity (collectively referred to as "Cooley"). By accessing this content, you agree
that the information provided does not constitute legal or other professional advice. This content is not a
substitute for obtaining legal advice from a qualified attorney licensed in your jurisdiction, and you should not act
or refrain from acting based on this content. This content may be changed without notice. It is not guaranteed to
be complete, correct or up to date, and it may not reflect the most current legal developments. Prior results do
not guarantee a similar outcome. Do not send any confidential information to Cooley, as we do not have any duty
to keep any information you provide to us confidential. When advising companies, our attorney-client
relationship is with the company, not with any individual. This content may have been generated with the
assistance of artificial intelligence (Al) in accordance with our Al Principles, may be considered Attorney
Advertising and is subject to our legal notices.

This information is a general description of the law; it is not intended to provide specific legal advice nor is it
intended to create an attorney-client relationship with Cooley LLP. Before taking any action on this information
you should seek professional counsel.

Copyright © 2023 Cooley LLP, 3175 Hanover Street, Palo Alto, CA 94304; Cooley (UK) LLP, 22 Bishopsgate,
London, UK EC2N 4BQ. Permission is granted to make and redistribute, without charge, copies of this entire
document provided that such copies are complete and unaltered and identify Cooley LLP as the author. All other
rights reserved.


https://www.supremecourt.gov/opinions/18pdf/18-302_e29g.pdf
https://www.cooley.com/legal-notices

	Supreme Court Rejects Ban on ‘Immoral’ and ‘Scandalous’ Trademarks
	Background
	Key takeaways


